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DETAILED ACTION 

1 . Claims 1-31, 36-49 are presented for examination. 

2. Claims 32-35 are orally withdrawn by election of restriction on the phone on 1 0/1 7/06. 

Election/Restrictions 

3. Restriction to one of the following invention is required under 35 U.S.C. 121: 

I. Claims 1-31, 36-49 drawn to demand based message processing, 
classified in class 709, subclass 206. 

II. Claims 32-34 drawn to format of an electronic message, classified in 
class 715, subclass 252. 

4. Inventions I, and II are related as subcombination disclosed as usable together in a single 
combination. The subcombinations are distinct from each other if they are shown to be 
separately usable. The follovsdhg case instants: 

Invention I, discloses a method for processing an electronic message without the 
features of invention II 

Invention II, discloses a format of a electronic message without the features of 
invention 1. 

5. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for 
examination purposes as indicated is proper. 

6. Claims 32-34 are orally withdrawn by election of restriction on the phone on 10/17/06, 
with attorney Douglas W. Swartz. 
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7. Claims 32-34 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected group of invention, there being no allowable generic or 
linking claim. Election was made without traverse. 



Paper Submitted 

8. It is hereby acknowledged that the following papers have been received and placed of 
record in the file: 

a. Information Disclosure Statements as received on 7/17/2003. 

Claim Objections 

9. Claims 2, 7, 18, and 38 are objected to because of the following informalities: 

1 0. Referring to claims 2, 1 8, and 38, line 2, . . located a header of . . ." should be changed 
to . . located in a header of . . 

1 1 . Referring to claim 7, "a restriction identifier and access identifier" should be changed to 
'the restriction identifier and a access identifier". 

12. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (I) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

14. Claims 1, 3, 5-8, 10, 11, 13-17, 19, 21-24, 26, 27, 29-31, 36, 37, 39, 41-44, 46, 47, 49 are 
rejected under 35 U.S.C. 102(e) as being anticipated by Olivier, US Patent Number 
6,480,885, hereinafter Olivier. 

15. Referring to claim 1, Olivier teaches a method for processing an electronic message (Col 
3 lines 17-22), comprising: 

a. receiving a message from a sender (Col 5 lines 33-35), the message comprising at 
least one recipient to receive the message (Col 5 lines 33-40) and including at 
least one for a restriction identifier (Col 5 lines 17-46, any acceptance criteria 
parameters could be a restriction identifier) identifying a subset of recipients fi:om 
among a set of possible recipient (recipients on the mail list before filtering by the 
acceptance criteria; Col 3 lines 17-22) and access restriction indicating a subset of 
points of access (Col 5 lines 23-26, Col 12 lines 59-65, other acceptance criteria) 
from among a set of points of access to access the message (Col 5 lines 17-22); 

b. determining whether each identified at least one recipient is within the subset of 
recipients corresponding to the restriction identifier (step 212, Col 5 lines 40-46; 
and wherein at least one of the following steps is performed: 

I. when the message comprises the restriction identifier and an 

identified at least one recipient is not within the subset of recipients, 
at least one of not providing access to the message to the identified at 
least one recipient who is not in the subset of recipients (Col 3 lines 
17-22; Col 5 lines 47-49, the recipients that are filtered out 
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corresponds to providing access to the message to the identified at 
least one recipient who is not in the subset of recipients) and 
notifying the sender that an identified at least one recipient is not 
within the subset of recipients; and 
11. when the message comprises the access restriction and identified at 
least one recipient attempts to access the message from a point of 
access not within the subset of points of access, not providing access 
to the message to the identified at least one recipient whose point of 
access is not within the subset of points of access (Col 3 lines 17-22; 
Col 5 lines 47-49). 

16. Referring to claim 3, Olivier teaches the method of claim 1, wherein the message 
comprises the restriction identifier and the restriction identifier is located in a body of the 
message (figure 9, Col 12 lines 59-65). 

17. Referring to claim 5, Olivier teaches the method of claim 1, wherein the message 
comprises the restriction identifier and the restriction identifier is located in an 
attachment to the message (Col 12 lines 65-67). 

18. Referring to claim 6, Olivier teaches the method of claim 1, wherein the message is 
received by a server associated with at least one recipient from a server associated with 
the sender (Col 5 lines 6-8, 33-45). 

19. Referring to claim 7, Olivier teaches the method, of claim 1, wherein the at least one of 
the restriction identifier and a access identifier is configured as a flag (figure 9). 

20. Referring to claim 8, Olivier teaches the method of claim 1, wherein the message 
comprises the restriction identifier and wherein, when an identified at least one recipient 
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is not within the subset of recipient, the step of not proving access to the message to the 
identified at least one recipient who is not in the subset of recipients is performed (Col 3 
lines 1 7-22; Col 5 lines 47-49). 

21. Referring to claim 10, Olivier teaches the method of claim 1, wherein the message 
comprises an age restriction, the age restriction specifying an age limit of the message 
(Col 14 lines 23-28), 

22. Referring to claim 11, Olivier teaches the method of claim 1, wherein the message 
comprises a timestamp indicating when a life of a message starts and further comprising: 
comparing the expired life of the message with the age restriction to determine whether 
or not to delete and/or deliver the message to the at least one recipient (Col 14 lines 23- 
28, Col 18 lines 54-64.) 

23. Referring to claim 13, Olivier teaches the method of claim 1, wherein the message 
comprises the access restriction (Col 5 lines 18-22). 

24. Referring to claims 14, 15, claims 14, 15 encompass the same scope of the invention as 
that of the claim 1. Therefore, claims 14, 15 are rejected for the same reason as the 
claim 1. 

25. Referring to claim 16, Olivier teaches a method for processing an electronic message, 
comprising: receiving at least part of a message inputted by a user, the at least part of a 
message comprising at least one recipient to receive the message (Col 5 lines 33-45); 
receiving, from the user, a restriction identifier for the at least part of a message, the 
restriction identifier identifying a subset of recipients from among a set of possible 
recipients (Col 5 lines 23-45); and when a restriction identifier is received, tagging the 
message with the restriction identifier (figure 9, Col 12 lines 59-66). 
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26. Referring to claim 17, Olivier teaches the method of claim 16, wherein, before the 
message is sent to the at least one recipient, further comprising: determining whether 
each identified at least one recipient is within the subset of recipients corresponding to 
the restriction identifier (Col 3 lines 17-22); and when an identified at least one recipients 
is not within the subset of recipients, at least one of not providing access to the message 
to the identified at least one recipient who is not in the subset of recipients (Col 3 lines 
17-22; Col 5 lines 47-49, the recipients that are filtered out corresponds to providing 
access to the message to the identified at least one recipient who is not in the subset of 
recipients) and notifying the sender that an identified at least one recipient is not within 
the subset of recipients. 

27. Referring to claim 19, Olivier teaches the method of claim 16, wherein the message 
comprises the restriction identifier and the restriction identifier is located in a body of the 
message (figure 9, Col 12 lines 59-65). 

28. Referring to claim 21, Olivier teaches the method of claim 16, wherein the message 
comprises the restriction identifier and the restriction identifier is located in an 
attachment to the message (Col 12 lines 65-67). 

29. Referring to claim 22, Olivier teaches the method of claim 17, wherein the message is 
received by a server associated with at least one recipient from a server associated with 
the sender (Col 5 lines 6-8, 33-45). 

30. Referring to claim 23, Olivier teaches the method of claim 17, wherein the restriction 
identifier is configured as a flag (figure 9). 

31. Referring to claim 24, Olivier teaches the method of claim 17, wherein, when an 
identified at least one recipient is not within the subset of recipient, the step of not 
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proving access to the message to the identified at least one recipient who is not in the 
subset of recipients is performed (Col 3 lines 17-22; Col 5 lines 47-49). 

32. Referring to claim 26, Olivier teaches the method of claim 17, wherein the message 
comprises an age restriction, the age restriction specifying an age limit of the message 
(Col 14 lines 23-28). 

33. Referring to claim 27, Olivier teaches the method of claim 17, wherein the message 
comprises a timestamp indicating when a life of a message starts and further comprising: 
comparing the expired life of the message with the age restriction to determine whether 
or not to delete and/or deliver the message to the at least one recipient (Col 14 lines 23- 
28, Col 18 lines 54-64.) 

34. Referring to claim 29, Olivier teaches the method of claim 17, wherein the message 
comprises an access restriction indicating a subset of points of access from among a set 
of points of access to access the message (Col 5 lines 18-22), and further comprising 
when an identified at least one recipient is not within the subset of points of access, not 
proving access to the message to the identified at least one recipient whose point of 
access is not in the subset of points of access (Col 3 lines 17-22; Col 5 lines 47-49). 

35. Referring to claims 30, 31, 36, 37, 39, 41-44, 46, 47, 49, claims 30, 31, 36, 37, 39, 41-44, 
46, 47, 49 encompass the same scope of the invention as that of the claims 16, 17, 19, 21- 
24, 26, 27, 29. Therefore, claims 30, 31, 36, 37, 39, 41-44, 46, 47, 49are rejected for the 
same reason as the claims 16, 17, 19, 21-24, 26, 27, 29. 
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Claim Rejections - 35 USC § 103 

36. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: • 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

37. Claims 2, 4, 18, 20, 38, 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Olivier in views of Clarke et al, US Publication Number 2003/0065727A1, hereinafter 
Clarke. 

38. Referring to claims 2, 4, 18, 20, 38, 40, Olivier teaches the method and system of claims 
1,16 and 36, wherein the message comprises the restriction identifier and the restriction 
identifier is embedded within the original email message (Col 12 lines 59-63, figure 9, 
block 524). 

Olivier does not explicitly teaches the restriction identifier is located in a header 
or in a trailer of the message. 

However, Clarke teaches other information can be incorporated in any part of 
email message, such as the subject line or message field (page 4 [0043]), 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have Clarke's method of include information into any part of 
email to be incorporated with Olivier' s restriction identifier such that to have the 
restriction identifier to be possibly included in any part of message because both Clarke 
and Olivier teaches inserting information into an electronic message (Clarke, page 4 
[0043]; Olivier Col 12 lines 59-63). 
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A person with ordinary skill in the art would have been motivated to make the 
modification to Olivier because having the restriction identifier to be possibly included in 
any part of email would facilitate proper handling of the customer's message in different 
system as taught by Clarke (Page 4 [0043] lines 3-6]), 

39. Claims 9, 25, 45 are rejected under 35 U.S.C. 103(a) as being unpatentable over Olivier 
in views of Tsuei, US Patent Number 6,654,779, hereinafter Tsuei. 

40. Referring to claiAi 9, 25, and 45, Olivier teaches the method and system of claims 1,17 
and 36, when an identified at least one recipient is not within the subset of recipients, not 
providing access to the message identified at least one recipient (Col 3 lines 17-22; Col 5 
lines 47-49, the recipients that are filtered out corresponds to providing access to the 
message to the identified at least one recipient who is not in the subset of recipients). 

Olivier does not explicitly teaches the notifying the sender that an identified at 
least one recipient is not within the subset of recipients. 

However, Tsuei teaches notifying the sender if the message could not be delivered 
to the recipient (Col 10 lines 7-11). 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to incorporate Tsuei 's method of notifying recipients if the 
message could not be delivered with Olivier such that the sender would be notified when 
the message in Olivier' s system is undeliverable to the filtered recipients, because both 
Tsuei and Olivier teaches methods of handling email messages (Tsuei, Col 10 lines 7-11; 
Olivier Col 3 lines 18-22). 

A person with ordinary skill in the art would have been motivated to make the 
modification to Olivier because having the sender notified when the recipient are not 
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receiving the message would allow sender to be aware of the fact that the communication 
is not established to the recipient as taught by Tsuei (Col 10 lines 7-11). 

41. Claims 12, 28, 48 are rejected under 35 U.S.C. 103(a) as being unpatentable over Olivier 
in views of Canale et al, US Patent Number 5,619,648, hereinafter Canale. 

42. Refering to claims 12, 28 and 48, Olivier teaches the method and system of claims 1,17 
and 36, wherein the message comprises the restriction identifier (Col 5 lines 15-46). 

Olivier does not teach a restriction mdicating at least one of (a) whether the 
message may be forwarded and (b) to whom the message may be forward. 

However, Canale teaches a forwarding restriction indicating to whom the message 
may be forwarded (Col 3 line 54 - Col 4 line 8). 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to incorporate a forwarding restriction of Canale in Olivier such 
that the sender would have the option to automatically forward a message, because both 
Canale and Olivier teaches methods of handling email messages (Canale Col 3 lines 36- 
55; Olivier Col 3 lines 18-22). 

A person with ordinary skill in the art would have been motivated to make the 
modification to Olivier because having the forwarding restriction would allow sender to 
allow message forwards to be complete automatically as taught by Canale (Col 4 lines - 
9). 

Conclusion 

43. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Applicant is reminded that in amending in response to a rejection of claims. 
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the patentable novelty must be clearly shown in view of the state of the art disclosed by 
the references cited and the objection made. Applicant must show how the amendments 
avoid such references and objections. See 37 CFR 1.11 1(c). 

44. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Liang-che Alex Wang whose telephone number is (703) 
305-3391. The examiner can normally be reached on Monday thru Friday, 8:30 am to 
5:00 pm. 

45. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on (571)272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

46. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Liang-che Alex Wang 
October 18,2006 



